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Douglas A. Mro of GOstrol enk, Faber, Gerb & Soffen, LLP for
Roy G Ceronenus, MD., P.C

wn T. Ch, Trademark Exam ning Attorney, Law Ofice 114 (K
Mar garet Le, Managi ng Attorney).

Bef ore Seeherman, Qui nn and Chapman, Adm nistrative
Trademar k Judges.

Opi ni on by Chaprman, Adm nistrative Trademark Judge:

On April 10, 2001, Roy G GCeronenus, MD., P.C. (a New
York corporation) filed an application to register on the
Princi pal Register the mark LASER TONI NG for services
ultimately anended to read “nedi cal services, nanely, skin
rejuvenation” in International C ass 42. The application
is based on applicant’s clainmed dates of first use and
first use in comerce of March 1999 and Decenber 1999,

respectively.
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In the first Ofice action, the Exam ning Attorney,
inter alia, refused registration of the mark as nerely
descriptive under Section 2(e)(1) of the Trademark Act, 15
U S C 81052(e)(1). In response, applicant stated that it
did not consider the mark to be nerely descriptive, but
neverthel ess requested that the application be anmended to
seek registration on the Suppl enmental Register.

The Exam ning Attorney “noted” applicant’s anendnment
to the Suppl enental Register, but again refused
registration on the Principal Register on the basis that
the mark is generic for the identified services. Applicant
responded with argunent that its mark is not generic and is
not merely descriptive, but is suggestive; and that the
mark is eligible for registration on the Princi pal
Regi ster, but alternatively, applicant would agree to
regi stration on the Suppl enental Register.

A different Exam ning Attorney issued the next Ofice
action, stating that “Applicant anmended to the Suppl enental

Regi ster.” and naking final the refusal to register the
mark as generic for the identified services, citing

Sections 2(e)(1) and 23 of the Trademark Act, 15 U.S.C.
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881052(e) (1) and 1091. (Final Ofice action, Novenber 14,
2002.)1

Applicant filed an appeal to the Board. Both
applicant and the Exam ning Attorney have filed briefs, but
an oral hearing was not requested.

In applicant’s request for reconsideration and in the
briefing of this appeal, applicant has maintained its
position that registration should be allowed on the
Princi pal Register and, alternatively, that applicant woul d
agree to registration on the Suppl enental Register. The
second Exam ning Attorney continued, nmade final and
briefed, the refusals under Section 2(e)(1) for the
Princi pal Register and Section 23 for the Suppl enental
Regi ster. See TMEP 8816 (4th ed. 2005).

It appears fromthe entire prosecution history that
the Exam ning Attorney and applicant have treated the
application as seeking registration on the Principal
Regi ster and, in the alternative, on the Suppl enental
Register. The ultimte | egal question presented by the
final refusal to register is whether the term LASER TONI NG

is generic and therefore unregistrable on the Principal

! Section 2(e)(1) of the Trademark Act, of course, is not an
appropriate basis for refusal for application for registration on
t he Suppl enental Register.
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Regi ster under Section 2(e)(1) and on the Suppl enent al
Regi ster under Section 23.

The O fice bears the burden of proving that the
proposed trademark is generic, and genericness nust be
denonstrated through “clear evidence.” See In re Merril
Lynch, Pierce, Fenner, & Smth, Inc., 828 F.2d 1567, 4
UsPQ2d 1141 (Fed. Gr. 1987); and In re Anal og Devices
Inc., 6 USPQ2d 1808 (TTAB 1988), aff’d, unpubl’d, but
appearing at 10 USPQ2d 1879 (Fed. Cr. 1989). The evidence
of the relevant public’s perception of a termmay be
acquired from any conpetent source, including newspapers,
magazi nes, dictionaries, catalogs and ot her publications.
See Magic Wand Inc. v. RDB Inc., 940 F.2d 638, 19 USPQd
1551 (Fed. Gir. 1991); and In re Leatherman Tool G oup,
Inc., 32 USPQ2d 1443 (TTAB 1994), citing In re Northland
Al um num Products, Inc., 777 F.2d 1566, 227 USPQ 961 (Fed.
Gr. 1985).

In support of his refusal to register applicant’s
applied-for mark as generic, the Exam ning Attorney
submtted (i) printouts of pages fromapplicant’s website;
(i) printouts of pages from various published stories and
fromthird-party websites; and (iii) copies of excerpted

stories retrieved fromthe Nexis database, all to show
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generic use of the term*“laser toning.” Exanples of the
evi dence foll ow (enphasi s added):

HEADLI NE: Nonabl ative Lasers Can Repair
Sun Damaged Skin

..new | ayer of collagen |eads to inproved
skin tone and texture, and a decrease in
wri nkl es and scars. This procedure is
known as | aser toning. .

..and may be proceeded by a 30-m nute
application of a topical anesthetic
cream Follow ng | aser toning
procedures, the skin may appear red and
bl otchy for a period of several hours.
..extensive sun damage and skin agi ng,
who have undergone ot her invasive |aser
or surgical procedures. In these ol der
patients, |laser toning is used to

i nprove the skin texture and col or and
return the skin to its youthfu

appear ance.

“Heal th & Medi ci ne Week,” Septenber 16,
2002;

HEADLI NE: Bani sh Wi nkles in an Hour!
(For a Wile, Anyway)

Lasers

Nonabl ative | aser treatnent: Al so called
| aser toning, this procedure uses a
conmbi nation of mninmally invasive

| asers--1ike the Nd/ YAG and di ode--to
encourage the growth of new col |l agen

“W try to stinulate collagen within the
skin"s derms, the deeper |ayer of the
skin,” said Dr. Roy Geronenus, a
dermat ol ogi st and director of the Laser
and Skin Surgery Center of New York, who
hel ped devel op the techni que. ...

“The New York Tines,” June 24, 2001;2

21t is noted that this article refers to applicant’s principal.
The inpact of this article will be addressed infra.
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HEADLI NE: Uncovering Beauty: Inspired To
Show A “New You” To The Worl d?...

..Laser Toning Also called “photopeel.”
Makes skin glow. Firns up coll agen over
tinme.

Cost: Hundreds of dollars.

Procedure: Using gentle laser and |ight
energy on the skin. Unlike deep |aser
skin resurfacing, these lighter
procedures don’'t renove skin fromthe
surface and don’t create skin wounds. ...
“Better Hones and Gardens,” February 1,
2002;

| sl and Der mat ol ogy and Laser Institute
in Pal m Beach, Florida
Cool t ouch Laser

Laser toning is the new buzz heard in
the offices of cosnetic dermatol ogists
and plastic surgeons around the country.
A new techni que of facial rejuvenation,
| aser toning is a |long-sought-after way
to return the glow to aging skin wthout
undergoi ng the trauma of skin
resurfacing.

Good skin tone is a mark of yout hful
appearance. Wen you see a well-toned
face, you' re not just seeing tight skin;
it’s nore about that special luster or
sheen of the skin..

Doctors and patients have found that
four or five toning treatnments, a nonth
or so apart, progressively bring about a
tightening of the skin as well as a
reduction of fine winkles and snal
scars. But it's [sic] primary effect is
to bring the gl ow back to your facial
skin. Laser toning has been shown to
reduce or delay the signs of aging,

post pone nore aggressive treatnents

and/ or prolong the results of previous
treat ments.
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The medical termfor laser toning is
non- abl ati ve coll agen tightening. “Non-
abl ative” nmeans tissue is not vaporized
or otherw se peeled off the face as
happens with skin resurfacing.

Why doesn’t the toning treatnent hurt
the surface of your skin?

For one thing, |aser toning uses
different types of |ight energy than

| aser resurfacing does.

Many peopl e can benefit froml aser
toning. The ideal candidate is 45-70
years ol d,

www. i sl andder mat ol ogy. com

Wl cone to Coastal Dermatol ogy (Mystic,
Connecti cut)

Daniella Duke, MD., MP.H

W also offer a variety of ...skin
rejuvenation treatnents, including ...
chem cal s peels, |aser resurfacing,

| aser toning treatnents.

www. coast al der mat ol ogy. com and

Martin J. Luftman, M D.
Pl astic and Reconstructive Surgery
(Lexi ngton, Kentucky)

Procedures Perforned

Body Contouri ng
Tunmy Tuck
Li posucti on

Breast Surgery
Augnent at i on
Reducti on...

Faci al Rej uvenation
Bl ephar opl asty
Brow ift
Facelift

Laser Skin Resurfacing
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Qur office also provides the foll ow ng
services...

Skin Care

Per manent Cosnetics

Laser Toni ng

Laser Vascul ar Treatnents
www. | i posite.com

The followi ng statenents are quoted fromapplicant’s
websi t e:

Laser-Toni ng Faci al Rejuvenation From

The Laser & Skin Surgery Center of New York

The U timte Wrkout For Your Face

Saf e enough for all pignentation and skin

types, Laser-Toning Facial Rejuvenation

delivers | aser energy through your skin's

surface to gently stinulate collagen growth

and to tighten and soften the appearance of

skin, leaving you with a visibly firm and

gl ow ng face; and

Laser Skin Surgery News
In This |ssue

Léser Toning for a Youthful Appearance

New Leg Vein Treatnents

Lasers to Treat Specific Medical Problens

Aﬂvances in Laser Hair Renoval

QMMAIaserskinsurgery.com

The Exam ning Attorney argues that the term “l aser
toning” is understood by the rel evant purchasing public as
a generic nane for applicant’s services as shown by, inter
alia, the uses in general circulation publications, such as

“Better Hones and Gardens” and “The New York Times” to

refer to a skin rejuvenation procedure, and by the websites
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of several dermatol ogists or other doctors who use the term
in their practices to name one of the procedures they

of fer; that applicant cannot register a generic termeven
if it was the first to use the term this being true

whet her a term becane generic recently or over a |long
period of time; and that trademark rights are not static,
and eligibility to register nust be determ ned based on the
facts and evidence of record at the tine registration is
sought .

CGting Inre Merrill Lynch, Pierce, Fenner, & Smth,
Inc., supra, 4 USPQ2d at 1143, applicant argues that the
Exam ni ng Attorney’s evidence does not neet the required
burden of proof, nanmely, “a substantial show ng...based on

cl ear evidence”; and that in the Merrill Lynch case the

Court held there was not clear evidence that the financial
comunity used the term (CASH MANAGEMENT ACCOUNT)
generically, and there was no evidence that the term had
been used prior to being introduced by Merrill Lynch.
Appl i cant argues that in the case now before the Board, al
of the Exam ning Attorney’'s evidence is recent and occurred
after applicant’s date of first use in 1999 (including one
article in which Dr. Roy Geronenus is quoted); that not
enough tinme has el apsed for the termto be considered

generic; and that “at nost, the evidence submtted by the



Ser. No. 76238774

Exam ni ng Attorney has shown that the mark is highly
descriptive, but that is not a basis for refusing

regi stration on the Supplenmental Register.” (Brief, p. 6,
emphasis in original.)?

The test for determ ning whether a designation is
generic, as applied to the goods or services in the
application, turns upon how the termis perceived by the
relevant public. See Loglan Institute Inc. v. Logical
Language Goup, Inc., 962 F.2d 1038, 22 USPQ2d 1531 (Fed.
Cir. 1992). Determning whether an alleged mark is generic
i nvol ves a two-step analysis: (1) what is the genus of the
goods or services in question? and (2) is the term sought
to be registered understood by the relevant public
primarily to refer to that genus of goods or services? See
H Marvin G nn Corporation v. International Association of
Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. G r
1986). See also, In re The Anerican Fertility Society, 188
F.3d 1341, 51 USPQ2d 1832 (Fed. Cr. 1999).

Based on the recitation of services herein, and the
printouts fromapplicant’s website, we find that the answer

to the first Marvin G nn question, nanmely, the genus of the

i nvol ved services herein, is “nedical services, nanely,

3 Applicant later argues that its mark is not nerely descriptive,
but rather is “suggestive” of its services. (Brief, p. 9.)

10
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skin rejuvenation treatnents done through the use of
| aser.”

We turn then to the second Marvin G nn question

nanmel y, whether the term“laser toning” is understood by
the relevant public primarily to refer to the service of
provi ding skin rejuvenation treatnments through the use of
| aser .

The Exam ning Attorney’s evidence establishes that the
term*®“laser toning” is generic for applicant’s nedical skin
rejuvenation services. W point out that in the Mrril
Lynch case, supra, 4 USPQ2d at 1143, the evidence “showed
recognition in a substantial nunber of publications that
t he source of the CASH MANAGEMENT ACCOUNT was the
appellant.” That is not the case herein. Even in the
story from“The New York Tinmes” in which Dr. Geronenus is
gquoted, the use of “laser toning” remains a generic use,
referring to “nonabl ative |aser treatnent: Al so called
| aser toning.” with no reference in the excerpt that “laser
toning” is a service mark owned by his corporate entity.
That is, the uses of record in general circulation
publications and third-party websites of several other
doctors do not show m xed uses. To the contrary, all are
generic uses of the term*®“laser toning” with regard to skin

rejuvenation services. See In re Boston Beer Co. L.P., 198

11
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F.3d 1370, 53 USPQ2d 1056 (Fed. Gr. 1999); In re A La
Vielle Russie, Inc., 60 USPQd 1895 (TTAB 2001);
Continental Airlines Inc. v. United Airlines Inc., 53
USPQ2d 1385 (TTAB 1999); In re Log Cabin Honmes Ltd., 52
USPQ2d 1206 (TTAB 1999); In re Central Sprinkler Co., 49
USP@d 1194 (TTAB 1998); and In re Conus Communi cati ons
Co., 23 USPQd 1717 (TTAB 1992).

Even assum ng arguendo that the term “l aser toning”
was initially used by applicant as a service mark, the term
is clearly now used by the dermatol ogy industry as the
generic nane of the involved service, and the rel evant
public so understands the term The Court pointed out in
In re Morton-Norwi ch Products, Inc., 671 F.2d 1332, 213
USPQ 9, 13 (CCPA 1982), “that trademark rights are not
static and that the right to register nust be determ ned on
the basis of the factual situation as of the tinme when
registration is sought.”

In this case, the record shows that others in the
i ndustry use the termin a generic manner. See In re
Nat i onal Shooting Sports Foundation, Inc., 219 USPQ 1018
(TTAB 1983). And a generic termis not subject to
appropriation as a trademark or service mark because
generic terns should be freely avail able for use by

conpetitors. See 2 J. Thomas McCarthy, MCarthy on

12
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Trademar ks and Unfair Conpetition, 8812:2 and 12:59 (4th

ed. 2004).

We find that the evidence of record establishes that
the term“laser toning” is understood by the rel evant
public primarily as the generic nane for a skin
rejuvenation procedure whereby a |l aser is used to pronote a
better tone or glow to the skin. Both prongs of the Marvin

G nn test having been net, we find that applicant’s

proposed mark i s generic.

Because genericness is the ultimte in nere
descriptiveness, the termis prohibited fromregistration
on the Principal Register by Section 2(e)(1) of the
Trademark Act. Further, because a generic termis
i ncapabl e of distinguishing applicant’s services fromthose
of others, it is prohibited fromregistration on the
Suppl enental Regi ster by Section 23 of the Trademark Act.

Decision: The refusals to register on the
Suppl enental Regi ster and on the Principal Register are

af firned.
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